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Docket No: 38-15(52054)B 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of Michael D. Edgerton 
Serial No: 10/679,063 
Filed: 10/02/2003 

For: Transgenic Plants with Improved Phenotypes 



Responsive to the Decision on Petition mailed August 15, 2007 dismissing 
applicant's petition for revival of an application for patent abandoned unintentionally under 
37 CFR 1.137(b), applicant submits. this renewed petition and requests reconsideration in 
view of the following remarks. Attached is a copy of the petition as originally filed on 
October 25, 2006 (12 pages). 

Applicant understands that the PTO dismissed the petition as failing to meet tlie 
requirement for a "statement that the entire delay in filing the required reply from the due 
date for the reply to the filing of a grantable petition pursuant to 37 CFR LI 37(b) was 
unintentional." The Office fijrther states that the "instant petition lacks item (3); i.e., a 
showing that the entire delay was unintentional." Applicant submits that the outstanding 
requirement for a "showing'* is an improper construction of the regulation. Rule 1 37(b) 
simply does not require such a showing; it is not an element of the regulation. The regulation 
requires only a statement that the entire delay was unintentional. The regulation ftnther 
allows the Director to require additional information where there is a question whether the 
delay was unintentional. Applicant submits that there is no objective evidence in this case 
that the delay was an34hing but unintentional and traverses the Offices position that delay of 
a certain amount of time creates such a question. 



Certificate of Facsimile Transmission - I certify that this commimication (14pages) is 
being transmitted to Uie USPTO's central fax number 571-273-8300 on October 1 5, 2007 



Renewed Petition Under 37 CFR 1.137fb) 



Mail Stop Petitions 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 
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Applicant asserts that there is a distinction in 37 CFR LI 37 between a petition to 
revive an una:voidably abandoned application under Rule 137(a) which requires a showing 
and a lesser fee and a petition to revive an unintentionally abandoned application under Rule 
137(b) which does not require a showing (in the absence of a question whether the delay was 
unintentional) and a greater fee. The regulation does not specify what would be evidence 
creating an issue of unintentional delay. The reasons for failure to respond can be many. If 
they are not deliberate, the petition should be granted. Applicant submits that a petition filed 
after a one day delay, absent objective evidence of intentional delay, would not raise a 
question whether the delay was unintentional. Since the regulation does not specify a bright 
line test for when petition is no longer permissible, a request for a showing based on the 
passage of an arbitrary amount of time is impermissible. 

Since the regulation does not put an applicant on notice of a certain time in which 
petition must be made, applicant submits that the request for a showing is improper. The 
undersigned attorney, fully cognizant of 37 CFR 10.18(b)(1), signed the originai petition 
with the statement that the delay was unintentional. If tliere was any evidence known to the 
undersigned that that the delay was not unintentional, such a statement would not have been 
made, and hot now be renewed. 

In view of the above comments and statements, applicant renews the petition for 
revival. In the event that such petition is again dismissed, applicant requests that the Office 
make its decision final. 
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Respectfully submitted, 
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PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT 
ABANDONED UNINTENTIONALLY UNDER 37 CFR 1>137(b) 



Docket Number (Optional) 
38-1S(52054)B 



First named inventor: Michael D. Edgerton 

Application No.: io/679.oe3 Art Unit: 1638 

Filed: 10/02/2003 Examiner: 
Title: jfiansgenic plants wrrH improved phenotypes 



Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 2231 3-1450 
FAX (571) 273-8300 

NOTE: (f Information or assistance is needed in completing this form, please contact Petitions 
Information at (571) 272-3282. 

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or 
action by the United States Patent and Trademark Office, The date of abandonment is the day after the expiration 
date of the period set for reply in the office notice or action plus an extensions of time actually obtained. 

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION 

NOTE: A grantable petition requires the following items: 

(1) Petition fee; 

(2) Reply and/or Issue fee; 

(3) Tenmlnal disclaimer with disclaimer fee - required for all utility and plant applications 
filed before June 8, 1995; and for all design applications; and 

(4) Statement that the entire delay was unintentional. 

1 .Peliljon fee 

I [Smail entity-fee $ (37 CFR 1.17(m)). Applicant claims small entity status. See 37 CFR 1.27. 

[✓1 Other than small entity - fee $ 1.S00 (37 CFR 1.1 7(m)) 

2. Reply and/or fee 

A. The reply and/or fee to the above-noted Office action In 

the form of Response to Notice Missing Parts and PreliminaFV Amendment i dentify type Of reply): 

I I has been filed previously on . 

[✓1 is enclosed herewith. 



B. The issue fee and publication fee (if applicable) of $ , 

Bhas been paid previously on '_ 
Is enclosed herewith. 



|Pagalof2] 

This collection of Information Is required by 37 CFR 1.137(b). The Inrormatfen Is requfred to obtain or retain a benefit by tho pubHc which Is to file (and by the 
USPTO to process) an application. Confidentiality is govemod by 35 U.S.C. 122 end 37 CFR 1.11 and 1.14. This collection is esdmatetf to take 1.0 hour to 
complete, Including gathering, preparing, and submitting the completed appllcetlon form to the U5PT0. Time wBI very depending upon Ihe Individual case. Any 
commanls on the ainounl of tfme you require to complete thie fonm end/or suggestions for reducing (his burden, should be sent to the Chief Information Officer, 
U.S. Patent and Trademark Offfca, U.S. Department of Commerce, P.O. Box 1450. Alexandria. VA 22313-1460. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: MaH Stop Petition, CommEssloner for Patents, P.O. Box 14S0, Alexandria, VA 22313-1450. 

tfyou need assistance In completing the form, call 1-800'PTO-9199 and select option 2. 
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3. Terminal disclaimer with disclaimer fee 

Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required. 

I [ A terminal disclaimer (and. disclaimer fee (37 CFR 1 .20(d)) of $ for a small entity or $ 

— for other than a small enti^) disclaiming the required period of time Is enclosed herewith (see 
PTO/SB/63). 

4. STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the 
filing of a grantable petition under 37 CFR 1 .137(b) was unintentional. [NOTE: The United States Patent and 
Trademark Office may require additional Infomnation if there is a question as to whether either the 
abandonment or the delay in filing a petition under 37 CFR 1.137(b) was unintentional (MPEP 711.03(c), 
subsections (lll)(C) and (D)).] 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal infomiatton in documents filed in a patent application that may 
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card 
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by 
the USPTO to support a petition or an application. If this type of personal infomnation Is included in documents submitted to the 
USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting them 
to the USPTO. Petitioner/applicant Is advised that the record of a patent application is available to the public after publication 
of the application (unless a non-pubTication request in compliance with 37 CFR 1.213(a) is made in the application) or issuance 
of a patent. Furthermore, the record from an abandoned application may also be available to the public if the application is 
referenced In a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO- 
2038 submitted for payment purposes are not r^S!n&eh(n tf}s application file and therefore are not put>licly available. 





October 25. 2006 



Date 



Thcmas E. Kelley / 29.938 

Typed or printed name / Registration Number, if applicable 

Monsanto Company (B60) 572-5274 

Address Telephone Number 

62 Maritime Drive. Mystic CT 06355 



Address 
Enclosures: | ✓ | Fee Payment 

H Reply 

I I Terminal Disclaimer Form 

□ Additional sheets containing statements establishing unintentional delay 
I I Other: 



CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR 1 .8(a)] 
I hereby certify that this con-espondence is being: 

r~] Deposited with the United States Postal Service on the date shown below with sufficient 
— postage as first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for 

Patents, P. O. Box 1450, Alexandria, VA 22313-1450. 
j I Transmitted by facsimile on the date shown below to the United States Patent and Trademark 
' — * Office at (57 1 ) 273-8300. 



Date Signature 

Thomas E. Kelley 

Typed or printed name of person signing certificate 
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